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Protection of inventions by the utility model: approximating legal arrangements

OBJECTIVE: to bring about a single market in the protection of inventions by utility model. SUBSTANCE: the primary aim of the proposal for a
directive is to harmonize at Community level the provisions of the Member States concerning utility models and to institute such provisions in
those Member States where they do not yet exist (e.g. United Kingdom, Sweden and Luxembourg). The main purposes are to: - improve the
operation of the internal market in products arising, particularly, from small technical inventions by ensuring their freedom of movement; -
prevent distortions of competition, which at present cause difficulties to SMEs which try to innovate; - ensure that all enterprises and
independent inventors can enjoy better protection for technical inventions, by approximating national legislation in this field; - improve industrial
competitiveness by supporting European research. The proposal, which is largely inspired by the provisions of the European Community
Patent Convention, defines the inventions eligible for protection by the utility model: these are inventions which are new and capable of
industrial application, and which involve an inventive step. The following are not regarded as inventions: discoveries, scientific theories and
mathematical models; aesthetic creations; schemes, rules and methods for performing mental acts, playing games or doing business;
presentations of information. Besides the standard exception concerning inventions contrary to public policy or morality, the proposal also lists
other exceptions from protection by utility models: inventions relating to biological material, inventions relating to chemical or pharmaceutical
substances or processes, and inventions involving computer programs. The proposal also defines the concept of novelty, the concept of the
inventive step, what is meant by 'invention susceptible of industrial application' and the requirements which must be met by a utility model
application. Unlike in the case of patents, which afford protection for 20 years, utility models are to be valid for 6 years from the date of filing.
They may be extended for two further periods of 2 years, but their combined total period of validity must not exceed 10 years. A clause
concerning dual protection stipulates that the same invention may form the subject-matter, simultaneously or successively, of a patent
application and a utility model application. ?

Protection of inventions by the utility model: approximating legal arrangements

A report by Julio AÑOVEROS TRIAS de BES (EPP, E) on a proposal for a Parliament and Council directive approximating the legal
arrangements for the protection of inventions by utility model has been unanimously adopted under the co-decision procedure, first reading, by
the Committee. At present inventions are usually protected by patents but the time taken to grant patents is too long, particularly nowadays
when technology can change rapidly and products are placed on the market quickly. The utility model is a way of overcoming this problem for
"minor" inventions, i.e. technical inventions or improvements of comparatively limited scope which make an existing product more useful than it
was before. As in the case of patents, these technical inventions must have some novelty and a certain degree of inventiveness. However,
there are two differences: the degree of inventiveness required is smaller and a thorough examination of the product's novelty or degree of
inventiveness is not needed. The utility model thus allows new inventions to be protected within a shorter time-scale and at a lower cost. The
duration of the protection is, however, shorter than for patents (10 years maximum for utility models). The Committee adopted all the
amendments proposed by Mr Añoveros Trias de Bes and is thus calling for: - various measures to increase legal protection for utility models; -
inventions involving computer programs to be covered by the "utility model" category; - a "one-stop shop" procedure to be introduced to
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facilitate applications for utility models and reduce the time taken to grant these models in more than one Member State; - lower fees for
SMEs, individual inventors and universities applying for utility models.?

Protection of inventions by the utility model: approximating legal arrangements

In its first reading, the Parliament approved the Commission's proposal to provide an alternative to patents for minor inventions with a number
of amendments. The Parliament's rapporteur was Mr. Anoveros Trias de Bes (EPP, Spain). The Parliament in its amendments showed its
interest in facilitating applications for utility models and reducing the time taken to grant these models in more than one Member State by
means of the introduction of a 'one-stop shopping' procedure. There were also some clarifications with respect to exceptions from the granting
of utility models. The definition of an invention for the purposed of the Directive is also amended. The Parliament also introduces an opposition
procedure to enable interested parties to oppose the granting of a utility model. Provision is also made in the Parliament's amendments for
secondary application (i.e. 'in the absence of specific provisions applicable to utility models, these shall be governed by the provisions laid
down for patents for invention provided they are not incompatible with the specialty of utility models'.) The Parliament also inserted an article
whereby within three years of the transposition by the Member States of the provisions of this Directive, the Commission shall inform the
Parliament and the Council of the results of its application and whether it should be adapted in order to safeguard, in the context of utility
models, the proper functioning of the internal market and innovation by Community undertakings.?

Protection of inventions by the utility model: approximating legal arrangements

The Commission's amended proposal retains the characteristics of the utility model envisaged in the initial proposal: the level of inventiveness
required is not as great as it is in the case of patents, the formal conditions for protectability are not subject to a preliminary examination and
the protection period is limited to ten years. The Commission has introduced amendments to its proposal that take into account, whether
partially or in their entirety, the amendments adopted by the European Parliament at first reading. These mainly relate to: - including in the
scope of the protection afforded by the utility model inventions involving computer programmes; - specifying that protectable inventions can
cover both products and processes; - enabling games to be protected by the utility model, insofar as they fulfil the conditions of the protection;
- clarifying that the contents of patent applications are considered as comprised in the state of the art, and that previous applications must
cover the same territory as the application for a utility model if they are to be considered as comprised in the state of the art; - defining the idea
of inventive activity: an invention involves an inventive step if, compared with the state of the art, it is not very obvious to an expert in the field.
The invention also has to present an advantage: a practical or technical advantage for use or manufacture of the product or process in
question, or another benefit to the user in the field of education or entertainment, for example. The amended proposal also strengthens the
legal certainty of the utility model in extending to interested parties the possibility of requesting a search report and making it compulsory in
certain circumstances. It stipulates that renewal of a utility model, on expiry of the first period of six months, shall not be granted unless an
application for a search report has been made in respect of the invention concerned. Other amendments arising from the EP's amendments
include: - specifying that the applicant has the possibility to change his application for a patent into an application for a utility model; - providing
that the utility model shall take full effect at the time when the protection is granted; - stipulating that a utility model which has been granted is
deemed to be ineffective where a patent relating to the same invention has been granted and published; - making it possible for national
legislation on patents to be applied in the absence of specific national provisions applicable to utility models; - providing for the monitoring of
the Directive by the Commission three years after its entry into force. It should be noted that the Commission could not accept the
amendments relating to: - a 'one-stop shopping procedure' with a view to facilitating requests for utility models; - the introduction of an
opposition procedure so that disputes can be settled more quickly than if they were referred to the courts; - the reduction in the fees payable
by SMEs, individual inventors and universities by 50%; - preliminary checks, in addition to subsequent checks, of exceptions; - specifying 'a
practical or technical advantage' as an additional condition for the granting of protection; - the non-protectability of the utility model if the
proprietor is not entitled to obtain it.?

Protection of inventions by the utility model: approximating legal arrangements

The European Parliament confirmed as first reading the text voted on 12.03.1999 on the proposal for a Directive concerning the legal
arrangements for the protection of inventions by utility model, the numbering of the legal base of which has changed due to the entry into force
of the Amsterdam Treaty.?

Protection of inventions by the utility model: approximating legal arrangements

?Following the screening exercise of proposals pending undertaken as part of its effort for better regulation in the framework of the Partnership
for Growth and Jobs in the European Union, the Commission has decided to withdraw certain proposals on which the Legislator has not yet
reached a decision and which were found not to be consistent with the Lisbon and Better Regulation criteria, unlikely to make further progress
in the legislative process or found to be no longer topical for objective reasons?.  (OJ C64 of 17.03.2006, pages 3-10).


