ORDINARY LEGISLATIVE procedure - First reading
European Parliament legislative resolution on the proposal for a Regulation of the European Parliament and of the Council amending Council Regulation (EC) No 207/2009 on the Community trade mark

1.
Rapporteur: Cecilia WIKSTRÖM (ALDE/SE)

2.
EP reference number: A7-0031/2014 / P7_TA-PROV(2014)0118

3.
Date of adoption of the resolution: 25 February 2014

4.
Subject: Community trade mark
5.
Interinstitutional reference number: 2013/0088(COD)

6.
Legal basis: Article 118(1) of the Treaty on the Functioning of the European Union (TFEU)

7.
Competent Parliamentary Committee: Committee on Legal Affairs (JURI)

8.
Commission's position: The Commission can accept, accept in principle or in part a large number of the amendments adopted by the European Parliament.

Specifically, 76 amendments are acceptable in full, 13 in principle or in part, and 26 are unacceptable.
Amendments accepted in full: 2, 3, 4, 11, 12, 14, 15, 18, 19, 20, 21, 22, 26, 27, 30, 33, 34, 35, 36, 37, 38, 39, 40, 41, 42, 44, 45, 46, 47, 48, 49, 50, 51, 52, 53, 54, 55, 56, 57, 58, 59, 60, 61, 62, 63, 64, 65, 66, 67, 68, 70, 71, 72, 73, 74, 75, 76, 78, 79, 85, 86, 87, 88, 94, 95, 99, 100, 101, 102, 104, 105, 106, 107, 108, 112, 114

Amendments accepted in principle or in part: 1, 16, 17, 24, 28, 80, 81, 82, 96, 98, 103, 111, 115

Details:

Amendment 1: Referring to "Intellectual Property" is misleading as the agency focuses primarily on trademarks and designs, and has no mandate to administrate other important intellectual property rights (in particular patents).

Amendment 16: This amendment is acceptable subject to making clearer that only under exceptional and justified circumstances there can be a derogation from the obligation to implement the results of common projects.

Amendment 17: This amendment is acceptable with the exception that Commission Regulation (EC) No 2869/95 can only be repealed by the Commission.

Amendment 24: Amendment is acceptable except for the added condition that "generally available technology is used" which is confusing as actually concerning the representability of a sign. Amendment 3 foresees a correct reference to that condition in recital 9 which is considered appropriate. (see also amendment 19 to the Directive)

Amendment 28: The deletion of proposed addition to paragraph 2, point (a) on origin function is acceptable. On the other hand, the addition to point (b) is not acceptable as it is unclear and risks creating legal uncertainty. The amendment to paragraph 4 is not acceptable either. Rationale: it follows from the recent judgment of the Court of Justice of the European Union in Case C-98/13 Rolex that the proposal from the Commission is actually covered by the current law. Against this background it is not considered appropriate to restrict the scope of this provision to cover counterfeit trade mark goods only. (see also amendments 10 and 30 to the Directive)

Amendment 80: This amendment is acceptable subject to making clearer that only under exceptional and justified circumstances there can be a derogation from the obligation to implement the results of common projects. There is also need to clarify the decision making process involved.

Amendment 81: The increase of the threshold of funds allocated to common projects from 10 % to 20 % is acceptable provided that it can be justified by real needs confirmed by users. However, a mandatory fee review should be kept in case a surplus is further accumulated, as foreseen in Article 144(2) of the Commission proposal. On the other hand, the new reference to a "minimum amount for every Member State" as it appears to go against the principle of grants reimbursing offices on the basis of concrete costs effectively incurred in the context of clearly identified projects.

Amendment 82: This amendment is acceptable but it should be made clear that this new task performed by the Management Board presupposes a proposal by the Executive Director of the Agency.

Amendment 96: As to fees to be addressed in the basic act, see also amendment 17 to the Regulation. The issue of the existing and future accumulated surplus needs to be addressed. The Commission is ready to explore the possibility to increase the level of funds used by OHIM to finance common projects, as well as to consider to ring fence those resources for other important Member States' activities closely related to the enforcement of the Community trade mark system (e.g. national courts, customs, certain types of decisions made by national trade mark offices). The sound management of the relevant resources would have to be guaranteed. However, a mandatory fee review would still be necessary in case a surplus is further accumulated, and the possibility of transfers to the Union budget should be introduced, in case no alternative use of OHIM's resources can be justified.

Amendment 98: As to fees to be addressed in the basic act, see also amendment 17 to the Regulation. This amendment is acceptable provided that all the relevant rules of Regulation 2869/95 are incorporated in the basic Act.

Amendment 103: This amendment is acceptable provided that the necessary redrafting takes appropriately into account that both the European Union collective mark and the European Union certification mark will be available also at Union level.

Amendment 111: References to Regulations 2868/95 and 2869/95 are not appropriate as those rules will not exist in future.

Amendment 115: To the extent that this amendment purports to make GATT directly applicable, it can only be accepted subject to redrafting by which the conformity with relevant GATT provisions is attested.

Amendments rejected: 6, 7, 8, 9, 10, 13, 23, 25, 29, 31, 32, 43, 69, 77, 83, 84, 89, 90, 91, 92, 93, 97, 109, 110, 113, 116

Details:

Amendment 6: This amendment involves only a re-stating of the law as provided by Regulation 608/2013.

Amendment 7: This directly follows from Article 28 of Regulation (EU) No 608/2013 and is not considered appropriate to be reflected in the Community Trade Mark Regulation. (see also amendment 8 to the Directive)

Amendment 8: The need to ensure the smooth transit of generic medicines is already sufficiently addressed in amendment 115.

Amendment 9: It follows from the recent judgment of the Court of Justice of the European Union in Case C-98/13 Rolex that the proposal from the Commission is actually covered by the current law. Against this background it is not considered appropriate to restrict the scope of this provision to cover counterfeit trade mark goods only. (see also amendment 10 to the Directive)

Amendment 10: This amendment is out of scope.

Amendment 13: This amendment is related to the TMD and does not add anything on the CTM Regulation.

Amendment 23: Referring to "Intellectual Property" is misleading as the agency focuses primarily on trade marks and designs, and has no mandate to administrate other important intellectual property rights (in particular patents). (see also amendment 1 to the Regulation)

Amendment 25: Designations of origin and geographical indications concerning spirit drinks are already covered by Article 4(1)(i) of the Proposal. (see also amendment 20 to the Directive)

Amendment 29: Rejection of new point (ii): Article 10(3)(f) of the Commission proposal already provides that use of the sign in comparative advertising may only be prohibited if such use is contrary to Directive 2006/114/EC. It is therefore considered neither appropriate nor necessary to add a specific limitation to that effect in Article 14.

Rejection of new point (iii): This obvious and unnecessary limitation actually concerns the exhaustion of the rights conferred by a trade mark under Article 15.

Rejection of new point (iv): This limitation seems to be covered already by the inherent limitations contained in Article 10(3)(f) on comparative advertising.

Rejection of new point (v): This limitation is considered too broad and unspecific and to give rise for a great deal of legal uncertainty.

Additional limitation in paragraph 2b does not seem to be appropriate nor needed in view of the already existing Article 111 on prior rights applicable to particular localities. (see also amendment 33 to the Directive)

Amendment 31: This amendment wrongly mixes up the type of fees to be paid when applying for a Community trade mark. Actually, the application fee corresponds to the basic fee and is to be kept apart from class fees and the search fee.

Amendment 32: This amendment contradicts amendment 31 and the aim of streamlining proceedings.

Amendment 43: It is not considered appropriate to also apply this provision to subsequent applications for a declaration of invalidity as the cases involved and the interests at stake cannot be compared with those relating to revocation.

Amendment 69: The delegation is needed to cover subject matter which is currently regulated in Rules 88 to 91 of the Implementing Regulation (2868/95).

Amendment 77: This amendment implies a significant further extension of OHIM's mandate to cover judicial arbitration services without that being assessed and justified by an impact assessment or a call of stakeholders. The relation and interaction with existing OHIM procedures raises serious issues.

Amendments 83, 84, 89, 91: Generally in the EU Institutions, the Appointing Authority powers are held by a "college", which is being constituted by individuals embodying Institutions (Commissioners, Ministers, MEPs, judges …). These individuals jointly hold the Appointing Authority powers, which they are subsequently delegating to staff members of the Institution, and which they can withdraw if need be. This set up is a guarantee for the proper exercise of such Appointing Authority powers and should be reflected in OHIM.
Amendment 90: This provision is inappropriate for various reasons. First, it is not necessary as anyone may submit any position to the Commission. Second, the use of the term "proposal" is misleading as the Commission has the monopoly of initiative.

Amendment 92: The Common Approach signed by the three institutions applies to all agencies including OHIM. There are no special reasons to justify that for OHIM, the co‑legislators should depart from the agreed balance of powers as regard the appointment, extension of mandate and dismissal of the agencies' directors. This amendment would even create a new selection procedure, that does not exist in any other agency and which is in contradiction with the spirit of the Common Approach. About paragraph (3) in particular, the Commission believes that the Management Board should decide on the opportunity to extend the term of office of the President on the basis of its own assessment report and that entrusting the Management Board with the responsibility to draw up a similar report in parallel creates unnecessary confusions. The Management Board would in any case retain the right to decide on the extension.

Amendment 93: While the Commission is generally open to further strengthening mediation services provided by OHIM, the far-reaching implications of the setting up of a mediation and arbitration centre, including the substantial extension of OHIM tasks to cover judicial arbitration services, have neither been analysed nor justified in an Impact Assessment. The setting up of such a centre raises several serious legal and institutional issues, including the particular status of such a centre within OHIM, the conferral of norm setting powers to this centre, and the relation and interaction with existing procedures before the office. It appears that this has not been taken into account in this amendment.

Amendment 97: The deletion of this provision is not justified and contradicts the European Parliament's opinion on the use of delegated acts.

Amendment 109: The reference to Article 147(4) is deleted as there is "no communication to made" pursuant to that provision. However, the Commission proposal was actually supposed to refer to (new) Article 147(7) which involves such a communication and which therefore needs to be included.

Amendment 110: This amendment implies an extension of the period to object to a delegated act which is not in line with the Common Understanding between the institutions.

Amendment 113: Commission Regulation 2868/95 can only be amended by the Commission itself.

Amendment 116: It is more appropriate to address the conformity with WTO rules, in particular Article V of the GATT, in the preamble (see also amendment 115).

9.
Outlook for amendment of the proposal: With a view to supporting rapid progress in the Council framework, the Commission intends to draw the Council's attention to the Commission's position on Parliament's amendments orally. It does not see the need, at this stage of the legislative process, to modify its proposal to reflect its position on the European Parliament's amendments.

10.
Outlook for the adoption of Council's position: The objective of the Greek Presidency is for the Council to agree on a first reading opinion in May.

