ORDINARY LEGISLATIVE procedure - First reading
European Parliament legislative resolution on the proposal for a Directive of the European Parliament and of the Council to approximate the laws of the Member States relating to trade marks (recast)

1.
Rapporteur: Cecilia WIKSTRÖM (ALDE/SE)

2.
EP reference number: A7-0032/2014 / P7_TA-PROV(2014)0119

3.
Date of adoption of the resolution: 25 February 2014

4.
Subject: Laws of the Member States relating to trade marks
5.
Interinstitutional reference number: 2013/0089(COD)

6.
Legal basis: Article 114 of the Treaty on the Functioning of the European Union (TFEU)

7.
Competent Parliamentary Committee: Committee on Legal Affairs (JURI)

8.
Commission's position: The Commission can accept, accept in principle or in part a large number of the amendments adopted by the European Parliament.

Specifically, 29 amendments are acceptable in full, 7 in principle or in part, and 18 are unacceptable.
Amendments accepted in full: 1, 2, 3, 4, 5, 11, 13, 17, 18, 21, 22, 28, 29, 32, 36, 37, 38, 40, 41, 42, 43, 45, 47, 48, 49, 50, 51, 52, 54

Amendments accepted in principle or in part: 19, 23, 25, 30, 31, 46, 55

Details:

Amendment 19: This amendment is acceptable except for the added condition that "generally available technology is used" which is confusing as actually concerning the representability of a sign. Amendment 4 foresees a correct reference to that condition in recital 13 which is considered appropriate. (see also amendment 24 to the Regulation)

Amendment 23: Although the amendment clarifies the wording, the added second sentence should better make reference to "the same reasons" instead of referring to "paragraph 1(b), (c) or (d)" again.

Amendment 25: As in the currently optional Article 4(4)(a) of Directive 2008/95/EC, text should better refer to reputation "in the Member State concerned".

Amendment 30: The deletion of proposed addition to paragraph 2, point (a) on origin function is acceptable. On the other hand, the addition to point (b) is not acceptable as it is unclear and risks creating legal uncertainty. The amendment to paragraph 4 is not acceptable either. Rationale: it follows from the recent judgment of the Court of Justice of the European Union in Case C-98/13 Rolex that the proposal from the Commission is actually covered by the current law. Against this background it is not considered appropriate to restrict the scope of this provision to cover counterfeit trade mark goods only. (see also amendment 10 to the Directive and amendment 28 to the Regulation)

Amendment 31: This amendment is acceptable except for the added reference to Article 5(1) which is inaccurate and confusing given that the right context is Article 10(2) and (3) to which the introductory part of Article 11 correctly refers.

Amendment 46: This amendment is acceptable except for the reference to Article 4(1)(i) which is inconsistent with paragraph 1 of Article 45 and to be replaced by a reference to Article 5(3)(d).

Amendment 55: To the extent that this amendment purports to make GAT directly applicable, it can only be accepted subject to redrafting by which the conformity with relevant GATT provisions is attested.

Amendments rejected: 7, 8, 9, 10, 12, 15, 16, 20, 24, 26, 27, 33, 34, 35, 39, 44, 53, 56

Details:

Amendment 7: On one hand this amendment involves only a re-stating of the law as provided by Regulation 608/2013 and on the other it is out of scope.

Amendment 8: This directly follows from Article 28 of Regulation (EU) No 608/2013 and is not considered appropriate to be reflected in the Trade Mark Directive.

Amendment 9: The obligation to ensure the smooth transit of generic medicines is already sufficiently addressed in amendment 55 to recital 22.

Amendment 10: It follows from the recent judgment of the Court of Justice of the European Union in Case C-98/13 Rolex that the proposal from the Commission is actually covered by the current law. Against this background it is not considered appropriate to restrict the scope of this provision to cover counterfeit trade mark goods only. (see also amendment 9 to the Regulation)

Amendments 12 and 44: The union-wide abandonment of ex-officio examination of prior rights is essential for ensuring a level playing field in Europe and offering in particular to SME's the same degree of accessibility to trade mark protection.

Amendment 15: The reference to 'Intellectual Property' would create confusion on the role of the agency in particular in view of the fact that it has no attributions related to patents.

Amendments 16 and 24: The definition of earlier trade marks taken from Article 5(2) concerns trade marks within the meaning of Article 5(1) and is not always the same throughout the text. It should therefore not be moved.

Amendment 20: Designations of origin and geographical indications concerning spirit drinks are already covered by Article 4(1)(i) of the Proposal. (see also amendment 25 to the Regulation)

Amendment 26: According to the case law of the Court of Justice of the European Union, protected designations of origin and geographic indications constitute intellectual property. It is therefore appropriate to treat them also as relative grounds for refusal.

Amendment 27: With respect to cancellation, the Community Trade Mark Regulation contains in Article 53(3) a corresponding provision the handling of which however creates problems in practice as it is not easy to assess under which conditions consent can be assumed. Therefore, this provision should be kept optional in the Directive.

Amendment 33: Rejection of new point (ii): Article 10(3)(f) of the Commission proposal already provides that use of the sign in comparative advertising may only be prohibited if such use is contrary to Directive 2006/114/EC. It is therefore considered neither appropriate nor necessary to add a specific limitation to that effect in Article 14.

Rejection of new point (iii): This obvious and unnecessary limitation actually concerns the exhaustion of the rights conferred by a trade mark under Article 15.

Rejection of new point (iv): This limitation seems to be covered already by the inherent limitations contained in Article 10(3)(f) on comparative advertising.

Rejection of new point (v): This limitation is considered too broad and unspecific and to give rise for a great deal of legal uncertainty.

Amendment 34: It is useful and appropriate to provide guidance on the question as to when the use by the third should not be considered in accordance with honest practices. The cases referred to in points (a) and (b) reflect the major cases as recognised by the case law of the Court of Justice of the European Union.

Amendment 35: This limitation does not make sense given that any infringement pursuant to Article 10(2) and (3) requires that the trade mark is used in the course of trade.

Amendment 39: For the benefit of harmonization and to promote legal certainty and clarity across registers within the Union the provisions on transfers should not differ from those contained in the Community Trade Mark Regulation.

Amendment 53: This amendment is not covered by a related proposal made by the Commission and raises doubts as to its compliance with both the principle of subsidiarity and with Article 2(3) of the Paris Convention for the Protection of Industrial Property.

Amendment 56: It is more appropriate to address the conformity with WTO rules, in particular Article V of the GATT, in the preamble (see also amendment 55).

9.
Outlook for amendment of the proposal: With a view to supporting rapid progress in the Council framework, the Commission intends to draw the Council's attention to the Commission's position on Parliament's amendments orally. It does not see the need, at this stage of the legislative process, to modify its proposal to reflect its position on the European Parliament's amendments.

10.
Outlook for the adoption of Council's position: The objective of the Greek Presidency is for the Council to agree on a first reading opinion in May.

